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Abstract. On 30th October 2008, the United States Courtmdefals for the Federal Circuit held en
banc that a computer related invention is pateatébl(1) it is tied to a particular machine or
apparatus, or (2) it transforms a particular agtioito a different state or thing”. The ‘useful,
concrete and tangible result’ test laid down by saene Court in State Stréawas effectively
overruled. On June 1st 2009, the Supreme CourhefUnited States of America has granted a
petition for a writ of certiorari against the decis in Bilski. Bilski is regressive in many sensbsat

is also consistent with precedent. The aim of fraper is to study the evolution of the law in
relation to software patents over the years inUW$A and compare this with the present Indian
position. This paper aims to outline the positidriaov in the United States as it stands now. lbals
advances arguments as to what the United Statagi@apCourt should hold in the Bilski case, now
that it has granted an order of certiorari. It theoks at the position of Indian law before conahgd

on how the Courts can interpret the present lawvalmether any change in the law is needed to that
effect. In India, the statute excludes from pateletsubject matter — “computer programs per se or
algorithms”. There is no Indian case law in relatto the interpretation of this clause. Clearlywho
this is interpreted would make a considerable diffee to the patentability of software in the Imdia
scenario. The paper is limited in scope to legguarents and does not look at policy questions, as
to whether software should be granted patent piioteor not.

1. History of Patentability of Softwarein the USA

The issue that arises here is the interpretatioth®fword ‘process’ that appears in the United eSta@ode in
context of patents. 35 U.S.C. § 101 reads “Who&wants or discovers any new and useful processhime,
manufacture, or composition of matter, or any ned aseful improvement thereof, may obtain a patesriefore,
subject to the conditions and requirements oftitiss” 5 U.S.C. § 100(b) defines ‘process’ as niagrprocess,
art or method, and includes a new use of a knovatgss, machine, manufacture, composition of matter,
material.” This definition is most unhelpful, espaly given that in defining process, it uses therévprocess. In
this Section, the journey of software as patentabligect matter is seen with respect to the Sup@mat of the
United States [“SCOTUS"], The Court of Customs &adent Appeals [‘CCPA"] and the Court of Appealstfte
Federal Circuit [‘CAFC”] that was created by Corggén 1982 primarily to hear patent cases.

1.1 Doctrines prior to Benson

1.1.1. Mental Steps and Functions of Machine Doesi

Prior to the various SCOTUS decisions on the totlie, CCPA had taken the stand that processes imgolv
mental operations were considered unpatentable. Was applied for any mathematical algorithm ad aglany
invention where the primary inventive component veamathematical algorithm. This meant that no sarfew
process could possibly be patentethe ‘function of a machine’ doctrine is generattgced to a 19 Century

' In Re Bilsky545 F.3d 943.

“ This paper was originally published in Kierkeghak. (2009) Legal Discourse in Cyberlaw and TrdééTL-

2 State Street Bank & Trust Cu.Signature Financial Group, Inc149 F.3d 1368

% Seeln Re Heritage32 C.C.P.A. (Pat.) 1170. See alsdre Shao Wen YuaB8 C.C.P.A. (Pat.) 967. The mental steps doctriag
based upon the familiar principle that a scientifimcept or mere idea cannot be the subject ofid patent. Seén Re Bolongarp20
C.C.P.A. (Pat.) 845. C.biamondv. Diehr, 450 U.S. 71 (1981).
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judgment of the Supreme Court of the United StafBise Court stated in that case - “it is well settfbat a man
cannot have a patent for the function or abstrieteof a machine, but only for the machine whixbduces it.°
By two judgements in 1968In Re Tarczy-HornoctandIn Re Prater the CCPA did away with the above two
doctrines stating that they were a misinterpretatibprecedent.

1.1.2. Technological Arts Doctrine

In 1970/ the CCPA stated that any sequence of operatiteps$ svas a patentable process so long as it waswit
‘technological arts’ so as to be in consonance With Constitutional mandate to promote the progoéssseful
arts. Article I, Section 8 states “The United Statongress shall have Power...To promote the Progress
Science and useful Arts, by securing for limitedn&s to Authors and Inventors the exclusive Righthisir
respective Writings and Discoveries.”

The case dealt with the patentability of a methédnproving the delineation of geological subsugac
formations by taking a series of seismograms fra@oggaphically separated stations by using a hyfierbo
function to the family of seismograms produced Ipadicular arrangement of stations. The claim vegected as
the novelty lay in the mental process as opposeldeghysical steps. The CCPA however, reversedgadted
the point of novelty approach followed by the patefice. On the point of novelty approach, if thevelty or
advancement in the art claimed by the inventordeskisolely in a step of the process embodying atahen
operation or other unpatentable element, the claam rejected under § 101 as being directed to atrety
subject matter. The Court relied &mater to hold that the mental steps doctrine had beerw davay with and
hence, the ‘point of novelty’ approach also lostfdoting.

The ‘technological arts’ standard was refinedRe Bensofi in which the court held that computers,
regardless of the uses to which they are put, &henathe technological arts for purposes of §101.

1.2. Gottschalk v. Bensbn

This case related to the patentability of an atbarito convert binary-coded decimal numbers ["“BCiio
purely binary numbers. The Court relied Bank Bros. Seed Ca. Kalo Ca,*® where it was held that newly
discovered phenomena of nature could not be patertd extended the logic from a product patent pooaess
patent and included mental processes or abstriadieictual concepts as not patentable, simply beedihey are
the basic tools of scientific and technological koiKeeping this in mind, the Court took the staft the
conversion of BCD was too abstract to be patentablié covered both known and unknown uses of Igparithm.
In the reversal of the CCPA judgment, the Court rlid refer to the new ‘technological arts’ doctrimeto the
rejection of the ‘mental steps’ and ‘functions ahachine’ doctrines.

This decision has often been interpreted as a Ipitadn of all software patents across the boards T
perhaps supported by the statistics that showithéite decade that followed this judgement, vilfu@io one
applied for a software pateHtWhile the judgement may have given that impressioriirst reading, all that the
judgment states is that the phenomena of natuneotdre patented. The following observation perHaggo this
conclusion — “The mathematical formula involved éhdras no substantial practical application except i
connection with a digital computer, which meand théhe judgment below is affirmed, the patent webwholly
pre-empt the mathematical formula and in pracedfgct would be a patent on the algorithm itselftie judgment
also stated in conclusion that “[ijt may be thag tatent laws should be extended to cover thesgrant, a
policy matter to which we are not competent to &p@&he President's Commission on the Patent Syst@uted
the proposal that these programs be patentable.Bxained in the judgment itself, the Commissiepart
advocated the rejection of software patents aslieved that the patent office lacked a reliabkssification as
well as a searching technique and hence couldxaobi@e applications.

The number systems and conversion techniques henteirc innate characteristics and properties that
cannot be changed, but merely discovered. No p&gudssible on such abstract concepts. If limitethe facts
of the case, this is the possible understandinthefjudgement. The judgement stated that “It isl $hat the

“ Corningv. Burden 56 U. S. 252 (1854).

® The doctrine had been reaffirmed in numerous gthigrements of SCOTUS. SBésdon Iron & Locomotive Works Medart 158
U. S. 68, (1895)Westinghouse. Boyden Power Brake Cdl70 U. S. 537 (1898RBuschv. Jones 184 U. S. 598 (1902Expanded
Metal Ca v. Bradford 214 U. S. 383, (1909).

® Seeln Re Tarczy-Hornogh5 C.C.P.A. (Pat.) 1441, (1968) andRe Prater 56 C.C.P.A. (Pat.) 1381, (1968).

" Seeln Re Musgraves7 C.C.P.A. (Pat.) 1352 (1970).

®In Re Bensorb8 C.C.P.A. (Pat.) 1134, (1971).

® Gottschalkv. Benson409 U. S. 63 (1972).

Funk Bros. Seed Ce. Kalo Ca, 333 U.S. 127 (1948).

1 G. A. StobbsSoftware Patents137 (New York: Aspen Law & Business“Edition, 2000).
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decision precludes a patent for any program sewyiei computer. We do not so hold.” However, if oves to
look merely at the words of the opinion, it seehr the Supreme Court was indeed saying lateptiants could
not be obtained for computer programmes. “If thesemgrams are to be patentable, considerable prebbme
raised which only committees of Congress can magnageéroad powers of investigation are neededuding

hearings which canvass the wide variety of viewschthose operating in this field entertain. Theht®logical
problems tendered in the many briefs before usatdito us that considered action by the Congsasseded.”

It is interesting to note that after looking thrbugll the precedent on process patents, the SupGoug
rejected the argument that a process patent mirdie “tied to a particular machine or apparatusnust
operate to change articles or materials to a ‘diffe state or thing.” The Court opined that thegrevnot limiting
the process patent only to these two conditions.

1.3. INTERPRETATION OF BENSON

1.3.1. Point of Novelty Approach

The CCPA resurrected this approach @atsonand held that a process claim in which the onlyehpart was a
mathematical equation to be solved as the fing sfethe process was not patental@his approach was,
however, short lived and the CCPA sought to nantfoevinterpretation oBensorwith each new case that came
before it.

1.3.2. Apparatus/Process Distinction

In 1974, the CCPA held th&®ensonapplied only to process claims and not to apparaaisms. The case related

to a recordkeeping system that involved a digitahputer with a programnté.In dissent, Judge Rich stated that
limiting Bensorto process claims would make the question of pakglityy turn on the form or means in which the
program invention was claimed as opposed to thetanbe of the claim. In 1976, again, the CCPA uplble¢
earlier judgment and based its decision on theoréag that a computer with a programme is strudljudifferent

from the same computer. Judge Rich found himsetiseent again, this time joined by Judge Lane, it felt

that Bensonhad barred the patent of computer programmes sithesboard. The case related to an apparatus for
scanning and converting data sign&&nsonwas distinguished by stating that this case relabed specific
purpose and operated in relation to a particutgirielogy as opposed to a ‘phenomena of natdre’.

1.4. Parker v. Flook

Six years afteBenson a question arose as to whether the “identificatib a limited category of useful, though
conventional, post-solution applications of suchfoamula” makes patentable a mathematical formula no
otherwise patentable (as undBensoil. The patent related to an algorithm that upddédarm limits’. As
explained in the opinion of the Court, “[d]uringtalytic conversion processes, operating conditisnsh as
temperature, pressure, and flow rates are congtantthitored. When any of these ‘process variabdeseeds a
predetermined ‘alarm limit’, an alarm may signak tpresence of an abnormal condition indicatingegith
inefficiency or perhaps danger. Fixed alarm linmitay be appropriate for a steady operation, buthduiansient
operating situations, such as start-up, it maydmessary to ‘update’ the alarm limits periodicélly.

The patent officer had rejected the applicatiorthengrounds that the difference between prior iadlt the
invention was merely an algorithm and a patent @aulpractice be on the formula, and this was rmd¢ptable as
under Benson The CCPA reversed and held that since the merdi@o of the algorithm would not be an
infringement, a patent on the method would notgrt the formula. The acting Commissioner of Patenid
trademarks filed the petition for the writ of ceriri as he felt that the number of patent appboat would
increase exponentially given the rapidly expandiofjware industry.

The Court held that the words Bensorrelating to pre-empting the entire mathematicafrfigla would not
apply here, as there are numerous uses of thisufarautside the petrochemical industry that woelchain in the
public domain. The Court reasoned that an assumpigght to be made that the principle or matherahtic
formula were well known, and the invention was rhe new mode of applying it. The Court derivedsthi

2 Seeln Re Christensemt78 F.2d 1392 (1973).

12 Seeln Re Johnstorb02 F.2d 765 (1974).

14 Seeln Re Nol) 545 F.2d 141 (1976). SCOTUS did not grant caatiagainst this judgement. See 434 U.S. 875 (1568 alstn
Re Chatfield545 F.2d 152.

15 parkerv. Flook, 437 U.S. 584 (1978).
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reasoning fron©O’Reilly v. Morse 56 U.S. 62, which in turn had applied the reasgmif an English Judgement of
the Court of the ExchequeNeilsonv. Harford, (1841) 151 ER 1266. The latter case dealt withatent
application for a discovery that a blast furnace wmre efficient if the air was heated before bdilmyvn through
the molten iron. His ‘invention’ related to passihg air through a heating chamber. The Court gthpatent and
drew a distinction between a principle and the i@pfibn of a principle. In the words of Baron Parké/e think
the case must be considered as if, the principlegbeell known, the plaintiff had first invented rmode of
applying it by a mechanical apparatus to furnaees his invention then consists in this — by intsipg a
receptacle for heated air between the blowing aipamand the furnace.”

Based on this reasoning, since the output of thedta was merely a number, the Court opined that th
was akin to seeking a patent for ‘discovering’ et formula for the calculation of a circumferemée circle can
be used for calculation of circumference of a whééle Court as ilBensonheld that this decision did not lay
down a blanket ban on software patents, but just When stressing the distinction between a priacimd its
application, and considering that the principle vga®r art, there was no new use discovered ant tthe
discovery of phenomenon cannot be patented urtiess is some other inventive concept in its appitboa

The Court held that"the youth of the industry mayplain the complete absence of precedent supporting
patentability. Neither the dearth of precedent, thos decision, should therefore be interpretedediecting a
judgment that patent protection of certain novel aseful computer programs will not promote thegpess of
science and the useful arts, or that such prote@iondesirable as a matter of policy. Difficultegtions of policy
concerning the kinds of programs that may be apjatgpfor patent protection and the form and doratf such
protection can be answered by Congress on the bésisirrent empirical data not equally availablethds
tribunal.”

1.5. POST FLOOK PATENTABILITY OF SOFTWARE

1.5.1. Freeman-Walter-Abele Test

The test arose from three judgements of the C&Pike test had two parts. First, to determine whetthe claim
recites an algorithm within the meaningBénsonand second, determining whether the algorithrmrajgpfied in
any manner to physical elements or process stépiie test was rejected Re Alappatand this rejection has
been held inadequate Bilski.*®

1.5.2. Rejection of Flook

The CCPA critiqued-look and stated thatlook essentially jumbled statutory provisions that weoaceptually
unrelated”® The CCPA moved on to distinguistiook on facts and ruled th&look turned on the way the patent
claim was drafted. The CCPA took the position tifi@ claim disclosed an entire process as noveljoild be
patentable, even if the only novel element wereomputer programin Re Diehf° construedFlook in this
manner.

1.6. Diamond v. Dieht

Decided in 1981, the case related to the pateittabfla process for moulding raw, uncured synthetibber into
cured precision products that includes in sevefrébasteps the use of a mathematical formula apcogrammed
digital computer. The Court held by bare majorifybdo 4, that “continuous measuring of the tempegminside
the mould cavity, the feeding of this informatiana digital computer which constantly recalculdtescure time,
and the signalling by the computer to open thespags all new in the art” and could hence be patent
The Court reasoned that what was sought to be teatdrere was not an algorithm or formula, but a

process for curing of rubber. While this processlned the use of a mathematical equation, theyndidseek to
pre-empt the use of that equation. What this patees in effect is only to foreclose the use ot tharticular
equation in conjunction with the other steps in phecess. It was here that the Court laid downntiaghine or
transformation test. In the words of Chief JustRehnquist, “On the other hand, when a claim comgira
mathematical formula implements or applies thatfdea in a structure or process which, when considlers a

16 Seeln Re Freemans73 F.2d 1237. See alboRe Walter618 F.2d 758. See alfoRe Abele684 F.2d 902.
7 Seeln Re Abele684 F.2d 902.

18 |nfra Note 33.

% Seeln Re Bergy596 F.2d 952.

2 |n Re Diehr 602 F.2d 982.

% Diamondv. Diehr, 450 U.S. 75 (1981).
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whole, is performing a function which the patentdawere designed to protect (e.g., transformingeducing an
article to a different state or thing), then thaiml satisfies the requirements of §101.”

This test has ostensibly been appliedBilgki and states that software can be patented if coethéc a machine
or if part of a process that brings about transédiom.

Justice Stevens in dissent opined that the majbaty misunderstood the patent application and facef
had ‘trivialised’ the holding ifFlook and the principle that underli@nsonalong with a settled line of precedent
that had interpreted these judgments. Howeverpheezles that if the reading of the patent by thghitg were
correct, then it would be patentable. He states ¢heng of rubber is a patentable process aseardrom the
grant of patent to Charles Goodyear many years.gfie continues that what is sought to be patehéegd is very
similar to what was sought to be patente@lmok He states, “The essence of the claimed discaneopth cases
was an algorithm that could be programmed on gadigobmputer. In Flook, the algorithm made use oftiple
process variables; in this case, it makes use of one. In Flook, the algorithm was expressed ineavly
developed mathematical formula; in this case, figerdhm makes use of a well known mathematicahfola.
Manifestly, neither of these differences can exptaday's holding.”

He finally advocated a complete ban on the patdittabf computer related inventions (software). siw
two problems with the Majority’s ruling. “First, ¢hcases considering the patentability of progralated
inventions do not establish rules that enable asaentious patent lawyer to determine with a fagmrte of
accuracy which, if any, program-related inventiavif be patentable. Second, the inclusion of thebigmous
concept of an "algorithm" within the "law of natlireategory of unpatentable subject matter has grisento the
concern that almost any process might be so destrdnd therefore held unpatentable... | believe botiterns
would be better addressed by (1) an unequivocalimglthat no program-related invention is a patelet@rocess
under § 101 unless it makes a contribution to théhat is not dependent entirely on the utilizataf a computer,
and (2) an unequivocal explanation that the terlgoi@hm’ as used in this case, as in Benson ambk;lis
synonymous with the term ‘computer program’.” Howevhe found himself in the dissent and SCOTUS had
finally allowed the grant of a software patent astensibly overruleélook

1.7. Post Diehr Cases on patentability of software

1.7.1. In Re Alapp&t

The CAFC saen bancin 1994 to decide on the patentability of a meainsreating “a smooth waveform display
in a digital oscilloscope”. The effect of the rgimas clear wherein it allowed the patent of arfiware even if it
ran on a general-purpose computer. The resulti@fithas that a data structure, that is a way ohgirey data, was
granted patent protection. The Court held that“grinted matter exception” applied only to printédes of
characters “intelligible only to the human mind"agkd on this, software (data structure) in theairtstase is
processed by a machine and hence would never code the exceptioff. Any computer programmger sewas
therefore patentable so long as it was more tharei® mathematical equation. Relying on an earl@®@BUS
ruling that Congress intended the patentability‘afything under the Sun that is made by m#nthe Court
narrowed the application of the trilogy of SCOTUSes and stated that under the three cases, dl@ashat the
only three judicially created exclusions were “lagfsnature, natural phenomena and abstract protéctilhe
Court stated, “A close analysis of Diehr, FlookdaBenson reveals that the Supreme Court neverdateto
create an overly broad, fourth category of subfeatter excluded from Section 101. Rather, at the ob the
Court’s analysis in each of these cases lies amatt by the Court to explain a rather straightfoveoncept,
namely, that certain types of mathematical subfeatter, standing alone, represent nothing more #ietract
ideas until reduced to some type of practical apgibn, and thus that subject matter is not, in ahdself,
entitled to patent protection.” The Court theneélion preFlook judgement® to hold that a computer program
structurally altered a computer and thus, a gesmrglose computer with a computer program wouldbbera
special-purpose computer.

1.7.2. State Street Bank and Trust v. Signaturarfiial Group In¢®

In 1998, the CAFC laid down the ‘useful, concretel aangible result test’. The case related to arclntitled
“Data Processing System for Hub and Spoke Finar8galices Configuration.” It was a data processiygtem

*2|In Re Alappat33 F.3d 1526.

% Seeln Re Lowry 32 F.3d 1579.

24 Diamond v. Chakrabarty47 U.S. 303.

% Seeln Re Nol 545 F.2d 141 anth Re Prater 56 C.C.P.A. (Pat.) 1381 (1968).
% State Street Bank and TrustSignature Financial Group Inc149 F.3d 1368.
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facilitating the spokes (mutual funds) to pool thassets in a hub (investment portfolio) in thenfoof a
partnership. The case relied on the earlier detisidlappatand stated that to be patentable, an algorithm mus
be applied in a ‘useful’ way. The Court rejected Breeman-Walter-Abelgest and stated that aftBiehr and
Chakrabarty the test has no application. “[W]e hold that ttensformation of data, representing discrete dolla
amounts, by a machine through a series of matheah&tlculations into a final share price, congtisua practical
application of a mathematical algorithm, formula, aalculation, because it produces ‘a useful, ostecand
tangible result’--a final share price momentarikefl for recording and reporting purposes and exaepted and
relied upon by regulatory authorities and in subsed trades.”

The case also held that business methods werexolided from patent protection as under the lawe Th
Court held that the only exceptions have been fanrdtle 35 or the judge-made exceptions of alustidea, laws
of nature or phenomena of nature ArT. & T. Corporationv. Excel Communications Inc172 F.3d 1352, the
CAFC found that a method involving electronic swis and a telecommunication system was eligiblbeto
patented. The Court stated “any step-by-step pspdes it electronic, chemical, or mechanical, ifresl an
‘algorithm’ in the broad sense of the term.”

1.7.3. In Re Bilsky

In the recenen banqudgement by the CAFC, the Court rejected bothidisés laid down irState Streeds well as
the Freeman-Walter-Abeltest. The case related to a claim of hedging coniimé@nsactions. The Court denied
Bilski a patent and set down a single test for the pdigityeof software or business methods (or of pgsEs in
general). In the words of the Court, “purportechsfarmations or manipulations simply of public sivate legal
obligations or relationships, business risks, ¢reotsuch abstractions cannot meet the test bethegere not
physical objects or substances, and they are poésentative of physical objects or substances.”

The Court held that a process would be patentdlilesi tied to a particular machine or apparatusf at
transforms a particular article into a differeratet The question as to whether a general-purpmsgwter would
come under the first test was left open for futdeeision. In Relation to the second test, the Cquatified it by
stating “the involvement of the machine or transfation in the claimed process must not merely bagynificant
extra-solution activity.”

A recent judgement (November'242008) of the Board of Patent Appeals and Interfees [“BPAI"], Ex
Parte Halligan B.P.A.l. Appeal 2008-1588 dealt with this isstiéeagth. The BPAI noted that the Federal Circuit
provided “some guidance [to deal with this problemtfien it explained that the use of a specific maehhust
impose meaningful limits on the claim's scope tpam patent-eligibility.” The claims dealt with ‘fmethod [to
account for trade secrets] performed on a prograincoenputer.” The claims' scope was not limitedtadded
“nothing more than a general purpose computertthatbeen programmed in an unspecified manner tieimgmt
the functional steps recited in the claim.”

In Judge Newman'’s dissent, she felt that inventtbas deal with particular processes like data hagar
photonic technology would be granted protection andld therefore be a disincentive in these emerfjglds of
technology?® Judge Rader, in his dissent stated, “today’s sofwransforms our lives without physical anchors”
and that this test effectively “not only risks hdéihg these advances, but precluding patent pratector
tomorrow's technologies.” Another problem wihski is that it rigidly applies the test it has laidwdoand makes
it necessary as opposed to a sufficient condifloHowever, the case itself seems to have made it &as
distinguish in future by stating that “we certairdg not rule out the possibility that this courtynia the future
refine or augment the test or how it is applied.’séems thaBilski, though a reasoned judgement lacks the
foresight required in interpreting the law, esplyiahen it comes to technology.It is, however, not likely to be
overruled in SCOTUS. The next Section discusses 86@WTUS should seRilski and how it should rule on this
issue.

?"|n Re Bilsky545 F.3d 943.

2 5ee Stefania Fusco, “Is in Re Bilsky a Déja vi$2anford Technology Law Revi¢2009).

% See Generally B.J. McEniery, “The Federal CirgquiBilski: The Machine or Transformation Test”, 91Pat. & Trademark Off.
Soc'y 253 (2009).

30 See R.A. Hulse and R.R. Sachs, “Making SenseeoR#vived Machine-or-Transformation Test in In Riskg’, Intellectual
Property & Technology Law Journé2009).

31 See M.A. Shimokaji and P.L. Gahagan, “Mind Overtteia The Bilski Decision, Like Others before IteWals How Courts Have
Frequently Kept Patent Law Lagging behind Technglobgos Angeles LawyeB6 (2009).
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2. Bilsky and Scotus

Upon reading the case carefully, and understanttiiedimits placed by the Court Bilski, it seems thaBilski is
in perfect consonance with the thinking that priedhin SCOTUS during the 1970s as opposed to thadar
interpretation given by the CAFC in preceding year8s far as this goes, it seems to be in consonaviite
Stevens’ dissent iBiehr.

Bilski is an opportunity for SCOTUS to look at tBéate Streetest. In the ten years th&tate Streeheld
the field and the four years before that und&ppat SCOTUS declined to interfere with the foresighttie
CCPA. The CCPA made it easier to get software psitémlight of rapidly advancing technology.

It is therefore felt that SCOTUS should overrBiéski. If there is to be a proscription on software ptie
it must be from Congress and cannot be by juditiahdate. Thé&tate Streetest seems to be the right test for
software patents and should be upheld by SCOTUS.

Another issue as seen from the CCPA's interpratatiof Bensonrelated to distinguishing the case by
making an apparatus/process distinction. The prnobigh this is that a clever patent attorney neely draft his
software patent as an apparatus claim thereby mirenting the tests under § 1H1SCOTUS will have to
expressly state that its holding would apply toysgeprocess claims that are in the guise of anrapmaclaim.
However, the question then arises as to whereirikeolight to be drawn between a pseudo process alai an
actual apparatus claim. SCOTUS should lay downejunds dealing with exactly how a patent examirerutd
determine this, by looking at the substance ofttaam as opposed to its form.

3. Indian Position on Patentability of Software*

Section 3(k) of The Patents Act, 1970 states thanathematical or business method or a computeram per
se or algorithms” are not inventions within the meg of the Act and hence, not patentable. Theceisiderable
debate on the interpretation pér seas well as that of computer program. The quedtian arises is whether
computer program refers to any software, or onlg firogramming language or platform on which soféa@an
be designed. If it represents the former, thenetlsgems to be a proscription on patents for so{wahile if it
means the latter, the bar is merely on a type fbfvaoe, on which it is possible to build other sedte, in order to
ensure that innovation is not stifled by the granhpatent. The Patents (Second Amendment) Bill,918i@ not
contain the wordger se This was added on the recommendation of the Joamimittee set up by Parliament.
“With respect to the patenting of software invensipthe Joint Committee recommended the insertioth®
phrase “per se” in Section 3(k) of the bill andriflad that the phrase was being inserted to addibs
patentability of inventions relating to computeograms that may include certain other things ‘dagilthereto’
or ‘developed thereon’. The Joint Committee furtblarified that the intention of the bill was nat teject such
inventions from grant of patents but only to digtirsh such inventions from the underlying compptaigrams as
such.” This distinction seems oddly artificial and wotde an impossible line to draw. All software is dalpaof
improvement and any patent would stifle innovaiiomelation to that particular software. The gehérgression
is that the only way to get software patented wangdby amendment to the existing I3w.

An interesting twist, however, is the draft patemnual’’ This document has no statutory backing, but
regulates the procedure a patent examiner hadléevfoAs per this manual, software is made patdetétt has
technical application The manual divides patent claims in relation dmputer inventions into three categories.
Method/Process, Apparatus/System and Computer gmogroduct. In Relation to the first category, thanual
states that in order to distinguish it from softevper se a claim for software directed towards a techngrakess
would be patentable and distinct from mere softwéhe manual states —

%2 See M.J. Edwards and D. Steinberg, “The Implicatiof Bilski: Patentable Subject Matter in the EdiStates”, 49 IDEA 411
2009).

53 See O. Armon and E. Gardner, “New RestrictionghenPatentability of Process Claims: Looking Beytm&e Bilsky”, Journal of
Internet Law(2009).

3 Indian cases normally make copius referencesdmejments from the US and the UK. For instancehaljudgements on the right

to privacy are based almost entirely on cases 8@®TUS. Se&obindv. State of M.P.1975 CriLJ 1111. Although SCOTUS

judgements are not binding on Indian Courts, theyetconsiderable persuasive value.

% See Essenese Obhan, “Patenting of Software Imveniin India”,Spicy IP India available at:
http://spicyipindia.blogspot.com/2009/02/guest-pastsoftware-patenting-in.htnflast visited on 3rd August, 2009).

36 See Shamnahad Basheer, “A method to the madrigssMint available athttp://www.livemint.com/2008/11/05233957/A-
method-to-the-madness.html?h{Bst visited on § August, 2009).

37 See Draft Manual of Patent Practice and Procegie?2 to 74, available at:

http://ipindia.nic.in/ipr/patent/DraftPatent Manu2008.pdf(last seen on 4th August, 2009).
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“Technical applicability of the software claimed aprocess or method claim, is required to be ddfin
relation with the particular hardware componentsud, the ‘software per se’ is differentiated frame software
having its technical application in the industryclaim directed to a technical process which predéesarried out
under the control of a program (whether by meanisanflware or software), cannot be regarded asrglad a
computer program as such. For example, “a methodrficessing seismic data, comprising the stegslédcting
the time varying seismic detector output signalsdlurality of seismic sensors placed in a cabiere the
signals are collected from a definite recited strieeand hence allowablé®”

In relation to the second category of apparatussiaas long as it discloses a process limitatioa, is it is
of specific application, it would be patentableidtinteresting to note here that the manual stttat “[a]s a
general rule, a novel solution to a problem retatmthe internal operations of a computer, alttocgmprising a
program or subroutine, will necessarily involvehglogical features of the computer hardware omtla@ner in
which it operates and hence may be patentable$ 3&&ms completely contrary to the legislativenitite. The
wordsper semust refer to the computer program in conjunctiéth something, as opposed to a mere computer
program. A computer program havitechnicalapplication is still a computer prograper se This sort of an
interpretation could lead to absurd consequencemputer program used for a non-technical proffesgng a
non-technical application), but a process nonefiseleausing transformation in matter (for instamseinDiehr, a
process for curing rubber), would not be patentalileere is also no jurisprudential backing for suamh
interpretation. There is no basis for the patetitalmf a computer program with technical applicatias opposed
to patentability of computer programer se Through this manual, the patent office seemset@tbempting to
circumvent clear legislative intention.

However, the definition of computer program hasrbiken to include all forms of software withoutyan
distinction whatsoever. The manual states —

“Computer programs are a set of instructions forticiling a sequence of operations of a data psiogs
system. It closely resembles a mathematical metthaday be expressed in various forms e.g., a sefe/erbal
statements, a flowchart, an algorithm, or otherecbfbrm and maybe presented in a form suitablelifect entry
into a particular computer, or may require trarngern into a different format (computer languadejnay merely
be written on paper or recorded on some machingat#a medium such as magnetic tape or disc or aijytic
scanned record, or it maybe permanently recordadciontrol store forming part of a computét.”

This is perhaps one of the merits of the manuad Manual is also clear that algorithms (and mattieaia
methods) and computer programs that are simplyesspd on a computer readable storage medium are not
patentable.

Perhaps if one studies the words of the Secti@if,itsome light can be shone on the legislativerintA
study of the provision will be undertaken in thexinsection as this paper seeks to compare therraiia US
position on software patents.

4. Comparison between Indian and US position

The Act puts a specific bar on the patentabilittaahathematical method and of algorithms. It isickherefore
that a computer program as used in the Act hastinci meaning from an algorithm or mathematicathuod.
This seems to imply that any computer progiaen sewould not be patentable as under the Act. As fathas
mathematical method or algorithms go, this seentsetaonsistent witlBenson As held inBensonandFlook, a
patent that pre-empts the use of an algorithm igoraomitted. Clearly, this is covered in the Indsoenario. The
more tenuous part relates to the interpretatiopenf seas it appears in the Section. If one were to apipty
interpretation as in the manual, notwithstandinat fih may be in contravention with the express wood the
Section, thegechnicalapplication test seems to be akin to the positiolaw after State StreeandA.T. & T. All
software that has technical application would delyehave a useful, concrete and tangible resubwelver, since
thetechnicalapplication test seems to be completely againsstiete, the correct interpretation would leadous
a situation that is akin almost entirely,Bdski. While softwareper semay not be patentable, software that is tied
to a machine or that causes a physical transfoomatbuld not be softwaneer seand hence, would not be hit by
the bar under Section 3(k). The positionBiibski is the correct test that needs to be applied ewaha Indian
scenario. However, such an interpretation stifiesgatentability of software. Perhaps this explaihg the patent
manual has sought to step away from this apprositith like the CCPA and CAFC did in respect to the
SCOTUS judgements that tied them down, similarky tanual could as well prove to be an attempt ifb thte
line of thinking to be something that is more poftware patent.

% |bid at pp. 73.
% |bid at pp. 72-73.
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5. Conclusion

Bilski will soon be heard by SCOTUS and the law in refatm software as well as business method patefits wi
hopefully be settled. The problem however, as $ed¢he past is that the CAFC will endeavour toidgptish or
otherwise circumvent any anti patent ruling of SQET Given however, thaBilski seems to be walking the
middle path, it might be in the interest SCOTUSiptold it. Considering SCOTUS lately seems to bbdwaring
certain anti-patent sentimerifsit may not be surprising if they hold thBilski has been decided correctly in that
the only way for software to be patent eligiblddssatisfy the test, that is, it is both a necessaud a sufficient
condition. Perhaps what SOCTUS can do is to unegaily extend the same to pseudo process claimeehs
An extreme interpretation would be that the testsuldl apply across the board to all such forms dempa
applications, regardless of form. For instance GA&C in theA.T. & T.case stated that the scope of § 101 would
be “the same regardless of the form--machine orge®--in which a particular claim is drafted”.

Perhaps the main problem with the law in the UnBéates in relation to software patents is thatdiaeis
very old (drafted prior to the growth of the soft@andustry and not amended since) and hence, tindsware
subject to varied interpretations given the newdfetircumstances. However, in India, it has beeuaght by
legislative mandate to bar all business methodnpatend bar patents that relate to softwsmese The words are
clear and unambiguous. India’s software industrstii§in its initial phase and therefore, thereperhaps a need
for allowing the patentability of software. The d#b for or against patent protection is beyondsttwpe of this
paper. However, the grant of patent protectiorstdtware that is already mandated copyright praiaainder the
TRIPs agreemefit could prove to be extremely problematic. Softwargperhaps more apt to receive patent
protection than to receive copyright protectiont &@hange to be achieved in the mandate undersT RtRintries
should show in practice that patent protection basn useful in protecting the rights of the creatof the
software, thereby doing away with the need of cigbyrprotection for the same. This cannot happemndia
unless the Indian Parliament amends the law. Ttenpananual if challenged in Court as beitiga viresthe Act
is likely to be struck down. Under law, therefotieere seems almost certainly to be a proscriptiosaftware
patents. It is now up to Parliament to look atpbécy implications of this and make changes ifewsary.
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